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   Copyright Licensing 
  Jessica S. Rutherford  

 Recent 
Developments 
in Copyright 
Termination 

 Everything old is new again, 
particularly when it comes to clas-
sic entertainment properties. In 
the past few years, we’ve witnessed 
the resurgence of My Little Pony, 
Care Bears, Teenage Mutant Ninja 
Turtles, The Lone Ranger, and The 
Lord of the Rings/The Hobbit. 
Then there are those properties 
that seem to remain forever rel-
evant, such as Winnie the Pooh, 
Star Trek, and Superman. 

 As with most creative works, 
it would have been difficult to 
predict that they would have such 
long and lucrative lives when first 
created. Even the authors/artists 
who created the works and the 
publishers/studios that developed 
and commercialized them may be 
surprised at their longevity. Yet, the 
terms of the grant of rights in such 
works were negotiated long before 
their true value was realized, at a 
time when the bargaining power 
between grantor and grantee was 
likely at its most lopsided. Given 
that copyright licenses typically 
extend throughout the term of 
copyright, an author/artist who 
lacked the experience or clout to 
negotiate favorable terms may not 
benefit from the work’s future suc-
cess. Moreover, as new forms of 
media are developed ( e.g. , video 
games), grantees may receive 
the windfall of additional rights 
that could not have been contem-
plated when the property was first 
created. 

 Mindful of this imbalance, 
Congress has given authors (or 
their heirs) a second “bite at the 
apple” to capitalize on their works. 
The Copyright Act provides three 
separate, and mutually exclusive, 
opportunities for an author or 
his/her heirs to terminate grants 
of rights and recapture copyright 
in the author’s work decades later. 
However, the procedural require-
ments for securing termination 
are relatively complex and strict 
compliance is required. Efforts to 
reclaim copyrights can be a trap 
for the unwary. 

 The three provisions are found 
in Section 203, Section 304(c), and 
Section 304(d) of the Copyright 
Act. Although each one applies to 
grants made in a different time 
period, the procedural require-
ments for effectuating termination 
are similar in all three. 

 Several recent cases elucidate 
the contours of these statutory 
requirements. This column will 
focus on an ongoing case that 
could have significant repercus-
sions for the music industry. 
April’s column will focus on two 
cases where the plaintiffs were 
unable to terminate grants and 
how to avoid the same pitfalls. 

 Scorpio Music 
S.A. v. Willis 

 In  Scorpio Music S.A. v. Willis  
[Docket No. 3:11-cv-01557, S.D. 
Cal.], Victor Willis, the former lead 
singer of the Village People and 
(more significantly) co-writer of 
many of the group’s most popular 
songs, is seeking to regain his own-
ership interest in the copyrights to 
“YMCA,” “Go West,” “In The Navy” 

and 30 other musical composi-
tions released by the Village People 
between 1978 and 1981. Pursuant 
to written agreements, Willis had 
transferred his rights in the works 
in exchange for a share of the gross 
receipts from their exploitation. In 
January 2011, Willis served notice 
of his intention to terminate these 
grants. The two companies that 
administer publishing rights to the 
group’s songs sued for a declara-
tory judgment that Willis’s termi-
nation notice did not comply with 
the statutory requirements, and he 
was therefore not entitled to ter-
minate the grants. Willis counter-
claimed for a declaratory judgment 
that the notice is valid and he’s 
entitled to recapture 50 percent of 
the copyright interests in each of 
the works. Willis’s case is particu-
larly noteworthy because it is the 
first major contest involving the 
termination of a grant of copyright 
rights in music under Section 203 
of the Copyright Act, commonly 
known as the “right of recapture.” 

 Section 203: The Right 
of Recapture 

 Pursuant to Section 203, 
an author or a majority of the 
author’s statutory beneficiaries 
may terminate grants executed by 
the author on or after January 1, 
1978, to the extent of the author’s 
share. An author’s statutory ben-
eficiaries include the author’s 
widow(er), any surviving children, 
and the surviving grandchildren of 
any deceased child. The author’s 
widow(er) owns one half of the 
termination interest; the other 
one-half interest is divided among 
the author’s surviving children and 
the surviving grandchildren of any 
deceased child. Thus, a major-
ity interest may be created by an 
author’s widow(er) plus any single 
surviving child or surviving grand-
child of a deceased child. 

 Grants may be terminated dur-
ing a five-year period beginning at 
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the end of 35 years from the grant; 
provided (a) advance written notice 
is served on the grantee at least 2 
years and no more than 10 years 
prior to the date of termination, and 
(b) a copy of the notice is recorded 
in the Copyright Office before the 
effective date of termination. If 
the grant covers publication rights, 
the period begins at the end of 35 
years from publication or 40 years 
from the grant, whichever is earlier. 

 Following termination, rights 
revert to the persons owning the 
termination interest (which vest 
when the notice of termination is 
served), including those owners 
who did not sign the notice of ter-
mination, and may thereafter be 
licensed or otherwise transferred 
to a new grantee. Any derivative 
work already created by the prior 
grantee may continue to be uti-
lized. However, no new derivative 
works may be created by that 
prior grantee without permission. 
Accordingly, in addition to serving 
notice on the original grantee, it 
may be necessary to serve notices 
on any assignees and any exclusive 
licensees of the grantee, as well. 

 Section 203 went into effect as 
of January 1, 1978, the same date 
that sound recordings were first 
afforded copyright protection. The 
earliest of these copyright grants 
have just recently become eligible 
for termination. Thus, the issues 
raised in the Willis case have been 
anticipated for more than 35 years 
by music publishers and recording 
companies (not to mention book 
publishers and movie studios) 
who stand to lose the copyrights 
that are the very lifeblood of the 
industry. 

 Terminating Separate 
Transfers of Rights in a 
Joint Work 

 One of these highly anticipated 
issues is whether a termination 
notice signed by a single co-author 
who transferred his/her copyright 

interest in a joint work separately 
from the other co-author(s) is 
valid. Pursuant to Section 203, a 
termination notice must be signed 
by a majority of the grantors. The 
publisher plaintiffs argued that 
the separate transfer agreements 
by the co-authors all constitute a 
single “grant.” Accordingly, Willis 
alone cannot terminate the grant. 
However, in a May 7, 2012, ruling, 
the court rejected this argument, 
holding that “a joint author who 
separately transfers his copyright 
interest may unilaterally termi-
nate that grant.” [ Scorpio v. Willis , 
2012 WL 1598043 at *2 (S.D. Cal. 
May 7, 2012).] 

 This issue is significant particu-
larly because recording companies 
are expected to argue, in opposing 
terminations of rights in sound 
recordings, that sound engineers 
and record producers are co-
authors of sound recordings, thus 
hampering the ability of individual 
artists to serve valid notices of ter-
mination. If the ruling in  Scorpio 
v.Willis  holds up, the record com-
panies may well be out of luck too, 
as engineers, producers, and artists 
often sign separate contracts. 

 Percentage 
of Ownership 

 Another issue that could prove 
significant for record compa-
nies relates to Willis’s interest in 
the copyrighted works. Plaintiffs 
argued that, even if successful, 
Willis is entitled only to reclaim 
the same percentage ownership as 
he receives as compensation under 
the written agreements,  that is , his 
royalty rate. Once again, the court 
disagreed, holding that “absent a 
different agreement among the 
joint authors (of which there is 
no evidence in this case), the joint 
authors shared equally in the own-
ership of the joint work, even if their 
respective contributions to the joint 
work were not equal.” [ Id . at *5.] 
Thus, Willis’s ownership interest 

turns on whether Henri Borolo, the 
group’s record producer, is deemed 
a co-author of 24 of the works; if so, 
Willis is entitled to recapture one-
third, not one-half, of the copyright 
interest in those works. 

 This issue will likely arise in 
future contests over the termina-
tion of copyrights in sound record-
ings, as record companies seek to 
limit their losses. 

 Work-for-Hire 
 Although Plaintiffs in this case 

initially alleged that Willis’s lyr-
ics were created as works-for-hire, 
which are ineligible for termina-
tion as a matter of law, plaintiffs 
later withdrew this claim. The 
decision to withdraw may well 
have been tactical. An adverse rul-
ing on works by the Village People, 
a group whose members were 
selected by the record company, 
would have set a very difficult 
precedent for the record compa-
nies to overcome in future cases. 

 Statute of 
Limitations/Laches 

 Several other weighty issues 
remain to be decided. Willis con-
tends that Borolo did not con-
tribute to the works, although 
he was named as a co-writer 
on the albums and identified 
as a co-author on the copyright 
registrations. On three sepa-
rate occasions, Plaintiffs have 
attempted to have Willis’s coun-
terclaim for a declaratory judg-
ment on this matter thrown out 
on the ground that it is barred 
by the statute of limitations. 
The court consistently has held 
that there is an issue of material 
fact as to when Belolo plainly 
and expressly repudiated Willis’s 
claim of 50 percent ownership, 
which is when Willis’s counter-
claim accrued. [ See Scorpio v. 
Willis , 2013 WL 790940 at *6 
(S.D.Cal. March 4, 2013);  Scorpio 
v. Willis , 2013 WL 6865559 at *5 
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(S.D.Cal. Dec. 26, 2013).] As a 
result, the issue remains to be 
decided at trial. 

 The court also declined to 
decide whether Willis’s coun-
terclaim is barred by laches, 
reserving judgment until the 
Supreme Court decides  Petrella 

v. MetroGoldwyn-Mayer, Inc . 
[__  U.S.  __, 186 L.Ed.2d 962 
(2013)]. As of this writing, oral 
argument has not yet been held. 

 A trial in  Scorpio Music S.A. v. 
Willis  is currently scheduled for 
May. The outcome will no doubt 
be closely watched. 

  Jessica S. Rutherford is a partner at 
Ferdinand IP, LLC, an intellectual 
property and licensing boutique law 
firm with offices in New York, Los 
Angeles, San Diego, and Westport, 
Connecticut, and a member of the 
24IP Law Group, with offices in 
Munich, Berlin, London, and Paris.  

   Internet Licensing 
 Elder Marques and Miranda Lam 

 Seven Key Tips 
for Protecting 
Your Brand in the 
Internet Age 

 Retailers and manufacturers 
know that their brand is not only 
the identity they expressly commu-
nicate to their customers, but also 
what those customers think and 
say about them. The rise of social 
media means that what a single 
individual thinks or says about a 
retailer can impact its brand in 
profound ways that were unthink-
able before the Internet.  A single 
message or, sometimes worse, a 
single photo, can spread across the 
Internet and expose a retail repu-
tation to real damage in a matter 
of hours that may take months to 
fix, if it can be fixed at all. 

 What does this mean for you 
as a retailer or manufacturer 
facing attacks on its reputa-
tion? The answer is to play good 
“defense” but also sharpen your 
plan of attack and learn to play 
“offense.” Here are seven key tips 
for safeguarding what can be a 
retailer’s most important asset—
its brand: 

1.   Listen to what the kids are 
saying.  Invest resources in lis-
tening to and understanding 
what is being said about you 
and your products. Use social 
media as an “early warning 
system” to catch “bugs” in your 
products or services, address 
complaints promptly, and 
reduce the likelihood of nega-
tive attention and litigation. 

2.   Be sophisticated about 
how you handle consumer 
 communications.    Remem-
ber that every consumer 
interaction, including each 
response to a complaint, is 
an opportunity for brand 
enhancement or brand dam-
age.  Develop a strategy for 
handling suggestions, com-
plaints, and threats from your 
customers. Involve legal advi-
sors to make sure that your 
words don’t have unintended 
legal consequences. 

3.   Don’t just stand there.    In 
the face of a brewing contro-
versy or scandal, taking a “no 
comment” approach to alle-
gations can sometimes just 
add fuel to the fire.  Legally, 
not seizing an opportunity 

to present your side of the 
story can give the media an 
important potential defense 
in the event that they make 
defamatory statements asso-
ciated with your brand.  In 
certain Canadian provinces 
and several jurisdictions in 
other countries, legislation 
permits apologies to be made 
without admissions of lia-
bility.  Consider using your 
response to controversies 
to reinforce your key brand 
messaging. 

4.   Tell your story before some-
one else does.   Consider 
thoughtful and proactive 
responses to early signs of trou-
ble, such as negative product 
or customer service reviews, 
rumors, or inquiries from 
traditional or  nontraditional 
forms of media. Coordinate 
your media and online strategy 
with legal advice. 

5.   If it’s really bad (but maybe 
only then), consider attack-
ing the attacker.  Know your 
rights under the law of defa-
mation, which protects cor-
porate reputations as well as 
personal ones.  In the face 
of online harassment of your 
employees or attacks on your 
brand, consider using the 
courts to “unmask” online 
attackers who think they 
are anonymous.  In all cases, 
however, you will need to 
consider whether bringing 
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